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DETAILED ACTION 

1. Claims 1-3, 17, and 20 have been amended. Claims 4-16 and 18-19 have been cancelled. 
Therefore, claims 1-3, 17, and 20 are pending in this office action. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Application Publication Number 2004/0236736 issued to Ronald M. Whitman et al. (hereinafter 
"Whitman") and further in view of U.S. Patent Number 6,571,241 issued to Makifumi Nosohara 
(hereinafter "Nosohara"). 

Claim 1: 

Whitman discloses a data searching apparatus that searches a database of data files for a 
desired data file (Whitman: paragraph [00051 lines 8-10 and paragraph [0032] and Fig, 1), based on a 
search condition set by a user (Whitman: paragraph [0006], lines 1-10 and paragraph [0029] and paragraph 
[0032] and Fig. 1), the data searching apparatus comprising: 

a receiving unit operable to receive, from the user, a search query that is a logical formula 
including an AND search query and an OR search query (Whitman: paragraph [0006], lines 1-2 and 
paragraph [0047], lines 6-10 and paragraph [0047], lines 16-22; Note the Whitman reference discloses a logical 
AND operator. Furthermore, the Whitman reference suggests that other types of searches are possible. The 
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examiner believes it is clear that the reference discloses, or at the very suggest, the use of Boolean AND/OR queries. 
Such queries are extremely well known in the art.); 

a displaying unit operable to display the search query received by the receiving unit on 
one region of a screen (Whitman: Fig. 8 and paragraph [0088], lines 1-4; Note that the top region of the screen 
displays the users received search query "DOG".); 

a searching unit operable to search the database for at least one data file that satisfies the 
search query received by the receiving unit (Whitman: paragraph [0006], lines 8-12 and paragraph [0041] 
and paragraph [0047]); and 

an extracting unit operable to extract a plurality of frequently-used search keys for each 
of the fields, from the data file that is a search result by the searching unit (Whitman: Abstract and 
paragraph [0011] and paragraph [0026], lines 1-7 and paragraph [0039], lines 1-4), 

the searching unit includes: 

a search-key-list displaying unit operable to display a list of the frequently-used search 
keys extracted for each of the plurality of fields by the extracting unit adjacent the search 
condition set by the user (Whitman: Fig. 8, 810 and paragraph [0051], lines 1-4 and paragraph [0088], lines 1- 
4; Note that the frequently-used search keys are displayed adjacent to the search condition set by the user.); 

a key-selection receiving unit operable to receive, from the user, selection of at least one 
search key from the list displayed by the search-key-list displaying unit (Whitman: paragraph [0042], 
lines 7-13 and paragraph [0051 ], lines 11-14); and 

selective searching unit operable to add the selected search key selected in the key- 
selection receiving unit, as an element of the OR search query for each of the fields, to the search 
query, create a new search query, display the new search query on another region different from 
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the one region, and search for a desired data file that satisfies the new search query (Whitman: Fig. 

8 and paragraph [0051], lines 11-14 and paragraph [0088]). 

Whitman clearly discloses querying html pages (or a form of text documents) (Whitman: 
paragraph [00051 lines 8-10 and paragraph [0032] and Fig. 1). While Whitman does not mention 
searching other types of document databases, Whitman does suggest that this search system can 
be used with a variety of different computer systems (Whitman: paragraph [0029]). In light of this 
fact, it is still important to note that the Whitman references does not explicitly discloses wherein 
the document data files are patent documents; and wherein each patent document data file 
including a plurality of search keys for providing clues to know contents of the patent document 
data files, the search keys being categorized in a plurality of fields including an IPC symbol, an 
F-term, and a keyword. 

However, Nosohara discloses wherein the document data files are patent documents 
(Nosohara: column 6, lines 60-63); and wherein each patent document data file including a plurality of 
search keys for providing clues to know contents of the patent document data files, the search 
keys being categorized in a plurality of fields including an IPC symbol, an F-term, and a 
keyword (Nosohara: column 3, lines 31-36). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of Whitman with the teachings of Nosohara noted above for 
the purpose of searching a database of patent documents (Nosohara: column 6, lines 60-63). The 
skilled artisan would have been motivated to improve the teachings of Whitman per the above in 
order to create a search engine which is able to retrieve documents in a variety of languages 
(Nosohara: column 9, lines 2-5 and column 10, lines 1-16). 
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3. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Whitman in 
view of Nosohara and in further view of U.S. Patent Number 6,249,784 issued to Thomas J. 
Macke et al. (hereinafter "Macke"). 
Claim 2: 

The combination of Whitman and Nosohara discloses all the elements of claim 1, as 
noted above, and Whitman further discloses wherein the extracting unit includes: 

a data-file-list displaying unit operable to display the list of document data files that are 
search results by the searching unit (Whitman: Fig. 8, 820)] and 

a file-selection receiving unit operable to receive, from the user, selection of a document 
data file from the list displayed by the data-file-list displaying unit (Whitman: Fig. 8, 820). 

Whitman does not explicitly discloses wherein the document data files are patent 
documents. However, Nosohara further discloses wherein the document data files are patent 
documents (Nosohara: column 6, lines 60-63). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of Whitman with the teachings of Nosohara noted above for 
the purpose of searching a database of patent documents (Nosohara: column 6, lines 60-63). The 
skilled artisan would have been motivated to improve the teachings of Whitman per the above in 
order to create a search engine which is able to retrieve documents in a variety of languages 
(Nosohara: column 9, lines 2-5 and column 20, lines 1-16). 

The previously mentioned combination does not explicitly discloses a selective extracting 
unit operable to extract search keys, from the patent document data file selected in the file- 
selection receiving unit. 
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However, Macke discloses a selective extracting unit operable to extract search keys, 
from the document data files selected in the file-selection receiving unit (Macke: column 8, lines 20- 
21). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the previously mentioned combination with the teachings of Macke noted 
above. The skilled artisan would have been motivated to improve the previously mentioned 
combination per the above such that the user can interactively edit a search query based upon the 
previously received search results (Macke: column 8, lines 20-27). 
Claim 3: 

The combination of Whitman, Nosohara, and Macke discloses all the elements, of claim 
2, as noted above, and Macke further discloses: 

the file-selection receiving unit receives, from the user, selection of a plurality of 
document data files one after another from, the list displayed by the data-file-list displaying unit 
(Macke: column 8, lines 25-28), and then receives, from the user, one of (a) a key extraction 
instruction to extract search keys from each of the selected document data files (Macke: column 8, 
lines 20-28; The user must, in some way, trigger the extraction module.) and (b) an output instruction to 
output each of the selected document data files (Macke: column 18, lines 30-34; Shows the user selecting 
parameter that helps determine output. The actual command to search would be the user command to generate 
output. The user must command the searching module of the invention to generate output.), ■ 

the selective extracting unit extracts search keys from each of the selected document data 
files when the file-selection receiving unit receives the key extraction instruction (Macke: column 8, 
lines 20-28), 
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the searching unit, every time when the file-selection receiving unit receives selection of 
one or a predetermined number of document data files, reads the selected document data files 
and stores therein the read document data files (Macke: column 6, lines 57-63), and 

the data searching apparatus further comprises: 

a result outputting unit operable to output the document data files stored in the searching 
unit when the file-selection receiving unit receives the output instruction (Macke: column 4, lines 9- 
12). 

Neither Whitman nor Macke discloses wherein the document data files are patent 
documents. However, Nosohara further discloses wherein the document data files are patent 
documents (Nosohara: column 6, lines 60-63). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to further modify the previously mentioned combination with the teachings of 
Nosohara noted above for the purpose of searching a database of patent documents (Nosohara: 
column 6, lines 60-63). The skilled artisan would have been motivated to further improve the 
previously mentioned combination per the above in order to create a search engine which is able 
to retrieve documents in a variety of languages (Nosohara: column 9, lines 2-5 and column 10, lines 1-16). 

4. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Whitman in view 
of Nosohara and in further view of U.S. Patent Application Publication Number 2003/0074671 
issued to Tomokazu Murakami et al. (hereinafter "Murakami"). 
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Claim 17: 

The combination of Whitman and Nosohara discloses all the elements of claim 1, as 
noted above, but the previously mentioned combination does not explicitly disclose wherein the 
search key display unit displays the hit ratio. 

However, Murakami discloses wherein the search key display unit displays the hit ratio 
(Murakami: paragraph [0055], lines 31-35 and Fig. 9, 908; The display and use of a hit ratio or some other form of 
document relevancy indicator is extremely well known in the art.). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the previously mentioned combination with the teachings of Murakami 
noted above. The skilled artisan would have been motivated to improve the teachings of Macke 
per the above such that the results could be returned, ordered, and displayed according to the hit 
ratio (Murakami: paragraph 10055], lines 31-35). 

5. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Whitman in view 
of Nosohara and in further view of U.S. Patent Application Publication Number 2003/0187950 
issued to Hawley K. Rising III (hereinafter "Rising"). 
Claim 20: 

The combination of Whitman and Nosohara discloses all the elements of claim 1, as 
noted above, and Whitman further discloses wherein the search key display unit simultaneously 
displays the search keys adjacent to the users displayed query (Whitman: Fig. 8). 
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The previously mentioned combination does not explicitly disclose wherein the search 
keys are displayed in a plurality of categories to enable a user to paste the displayed search keys 
so as to modify the search condition of a further search. 

However, Rising discloses wherein the search keys are displayed in a plurality of 
categories to enable a user to paste the displayed search keys so as to modify the search 
condition of a further search (Rising: paragraph [0014], lines 29-35). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the previously mentioned combination with the teachings of Rising noted 
above. The skilled artisan would have been motivated to improve the previously mentioned 
combination per the above such that the user can easily modify or alter an existing query based 
upon a library of stored queries (Rising: paragraph 10014], lines 29-35). Such a query library would 
provide the user with the benefit of not having to memorize a query that is commonly, or 
frequently, used. 

Response To Arguments 

Examiner Notes: 

Applicant's arguments are moot in light of the new grounds of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick A. Darno whose telephone number is (571) 272-0788. 
The examiner can normally be reached on Monday - Friday, 9:00 am - 5:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Wong can be reached on (571) 272-1834. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Patrick A. Darno 
Examiner 
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